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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

2. The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1, 3, 4, 8, 12, 13, and 15 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

I. Regarding Claim 1 , it is unclear what is meant by the phrase "said roll 
barrel being provided close to a final contour of a finished component, 
and not as a semi-finished component, through continuous casting 
from a metal alloy solidified in said white cast iron outer shell of the roll 

barrel outside of thermodynamic equilibrium the metal alloy being 

solidified in the gray cast iron core stably, and the metal alloy being 
chilled in said white cast iron outer shell in its crystal lattice by rapid 
cooling." It is unclear what distinguishes a "finished component" as 
opposed to a "semi-finished component," particularly as applicant 
explains at the bottom of page 3 of the Specification, for example, that 
post-finishing procedures are contemplated. It is unclear what is 
meant by the phrase "continuous casting from a metal alloy solidified." 
What is meant by casting from a solidified alloy? Doesn't the casting 
result in a solidified alloy? What thermodynamic equilibrium point is 
the white cast iron outer shell to be compared against? Is it that of the 
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gray cast iron that is stable? Is any gray cast iron deemed stable, or 
must the gray cast iron alloy be the most thermodynamically stable? 
Are the compositions of the alloys of the white and gray cast iron 
necessarily the same? Does the "continuous casting" requirement 
constitute a product-by-process limitation? Must both the core and 
shell be formed by the claimed process at the same time? 
II. Regarding Claim 15, it is unclear what is meant by the phrase "core 
comprising said metal alloy and solidified in said white cast iron outer 
shell of the roll barrel formed through continuous casting of said metal 
alloy in said white iron outer shell of the roll barrel outside of 
thermodynamic equilibrium." It is unclear whether the compositions of 
the alloys of the core and shell are necessarily to be the same. It is 
unclear against what baseline is the thermodynamic equilibrium point 
of the white cast iron shell to be compared. Is it that of the gray cast 
iron that is stable? Is any gray cast iron deemed stable, or must the 
gray cast iron alloy be the most thermodynamically stable? It is 
unclear whether "continuous casting" constitutes a product-by-process 
limitation that applies to forming both the core and shell at the same 
time? It is unclear whether the core being stably solidified is a product 
by process limitation or merely a description of the stability property of 
the core. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

5. A person shall be entitled to a patent unless - 

6. (b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1, 3, 4, 8, 13, and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Barbezat et al. USP 4,771 ,524. Barbezat teaches a roll barrel for 
paper making comprised of a gray cast iron core and white cast iron shell. See 
Barbezat (Abstract; col. 1 , lines 20-39 and 54-65; col. 2, lines 5-45; col. 3, lines 
12-53; and col. 4, lines 22-57). Barbezat teaches that the roll barrel is formed by 
casting, followed by melting and cooling treatment of the shell. The claimed 
process limitations encompass these process steps, notwithstanding no 
requirement that the prior art necessarily teach process limitations absent a 
showing that structure and/or composition is/are necessarily determined by 
claimed process limitations. The core is graphitic which can be identified with the 
claimed gray cast iron and the shell in dendritic carbide, which can be identified 
with the claimed white cast iron. Barbezat also refers to conventional roll barrel 
making in which a gray cast iron core is enclosed by a shell comprising white 
cast iron. See Barbezat (col. 1, lines 22-39). Applicant's Specification makes 
reference to this conventional teaching at the paragraph bridging pages 1 and 2. 
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Response to Amendment 

I. In view of applicant's arguments, including supplementary materials, 
applicant traverses the section 102 rejection over Thome of the Office 
Action mailed on 9 Februray 2005. Rejection is withdrawn since it 
cannot be maintained that the core in Thome is necessarily of gray 
cast iron composition. 

Allowable Subject Matter 

8. Claim 12 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. See the reasons of 
record in the Office Action mailed on 9 February 2005. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael La Villa whose telephone number is 
(571) 272-1539. The examiner can normally be reached on Monday through 
Friday. 

10. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on (571) 272-1535. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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1 1 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Michael La Villa 
14 October 2005 
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